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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is spedfied above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )EI Responsive to communication(s) filed on 05 March 2004 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim{s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) KI Claim(s) 1-19 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152, 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2,n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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4) Q Interview Summary (PTO-413) 
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DETAILED ACTION 
Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-19 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-19 of copending Application No. 10/373,168. This is a provisional 
double patenting rejection since the conflicting claims have not in fact been patented. 

A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101, which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 
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Claim Rejections - 35 USC§ 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was ioiown or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-19 are rejected under 35 U.S.C. 102(a) as being anticipated by Wu et al. 
("Hydrothermal Synthesis of a Novel Titanosilicate with MWW Topology," Chemistry Letters, 
No, 7, pp. 774-775, July 2000). 

Wu et al. discloses MWW titanosilicate. See the abstract. The material has a Si/Ti ratio 
of 50, which corresponds to a material having a composition of about 0.02TiO2*0.98SiO2. See 
the first column on page 775. 

The process recitations of claims 7-19 can be found in the reference at the second column 
of page 774, first full paragraph. 

The reference fails to disclose the composition in the terms recited in claims 3-6, 
however, as noted above, the process of making is identical to the presently claimed process. 
Therefore, the composition recited in claims 3-6 is assumed to be inherent to the composition of 
the reference. See MPEP 21 12. 

The Examiner notes MPEP 706.02(b): 

A rejection based on 35 U.S.C. 102(a) can be overcome by: 
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(A) Persuasively arguing that the claims are patentably distinguishable 
from the prior art; 

(B) Amending the claims to patentably distinguish over the prior art; 

(C) Filing an affidavit or declaration under 37 CFR 1.131 showing prior 
invention, if the reference is not a U.S. patent or a U.S. patent application 
publication claiming the same patentable invention as defined in 37 CFR 
1 .601(n). See MPEP § 71 5 for information on the requirements of 37 
CFR 1.131 affidavits. When the claims of the reference U.S. patent or U.S. 
patent application publication and the application are directed to the same 
invention or are obvious variants, an affidavit or declaration under 37 CFR 
1.131 is not appropriate to overcome the rejection. 

(D) Filing an affidavit or declaration under 37 CFR 1.132 showing that 
the reference invention is not by "another." See MPEP § 715.01(aX § 
715.01(c), and 716.10; 

(E) Perfecting a claim to priority under 35 U.S.C. 1 19(a)-(d) as explained 
in reference to 35 U.S.C. 102(e) above; 

(F) Perfecting priority under 35 U.S.C. 1 19(e) or 120... 

In the present instance, subparagraph (D) would appear to be the most relevant. 



Claims 1-6 are rejected under 35 U.S.C. 102(e) as being anticipated by Levin et al. (US 
Patent No. 6,114,551). 

Levin et al. discloses a titanium substituted MCM-22 (a MWW material). See the 
abstract. The material contained 0.89% Ti, 0.1 1% Al and 37.27% Si in weight percent. See col. 
4, lines 47-48. The examiner calculates that this corresponds to a formula having the 
composition 0.014 TiO2-0.0015Al2O3*0.9845SiO2. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Diaz- 
Cabanos et al. (WO 97/19021). 

The rejection is over WO 97/19021 because the reference qualifies as prior art under § 
102(b). However, the column and line nxmibers of the English language equivalent US 
6,077,498 will be cited below. 

Diaz-Cabanos et al. discloses forming ITQ-1 (an material having the MWW topology). 
See the abstract. The material may include titanium and trivalent elements such as aluminum 
and boron. Id. 

The composition of Diaz-Cabanos et al. has overlapping ranges of components with the 
composition recited in instant claims 1-6. Id Overlapping ranges have been held to establish 
/jr/wayac/e obviousness. See MPEP 2144.05. 

The process recitations of instant claims 7-19 can be found in the reference at col. 3, lines 
40 to col. 4, line 23. 

The reference fails to disclose that the material is "for producing an oxidized compound 

... by using a peroxide as an oxidizing agent. ..." However, this recitation is a statement of 

intended use in the preamble of the claims. MPEP 21 1 1 .02 states: 

During examination, statements in the preamble reciting the purpose or intended use of 
the claimed invention must be evaluated to determine whether the recited purpose or 

intended use results in a structural difference (or, in the case of process claims, 
manipulative difference) between the claimed invention and the prior art. If so, the 
recitation serves to limit the claim. [MPEP 2111.02 (Citing/« re Otto, 312 F.2d 937, 938, 
136 USPQ 458, 459 (CCPA 1963)] 

No structural difference can be discemed between the prior art and the instant invention. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Sample whose telephone number is (571)272-1376. The 
examiner can normally be reached on Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (572)272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




David Sample / 
Primary Examiner 
Art Unit 1755 



